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R KM ARKS 

Churns 1-18 are pending in the instant application. Claims 1-18 have been rejected under 
35 U.S.C. 1 03(a) as being allegedly unpatentable over U.S. Patent No. 5,630,070 lo Dietrich et 
<il. (hereinafter u DictriclD in view ofU.S. Patent No, 5,239,487 to Horcjsi et al. (hereinafter 
'linrcjsi"). The Applicants submit thai claims 1-18 arc in condition for allowance and 
respectfully request reconsideration and withdrawn] of the outstanding objections. 

Claim Rejections wider 35 US.C. § 103 

Claims 1-18 arc rejected under 35 U.S.C. 103(a) as being unpatentable over Dietrich ct al 
in view of Horejsi. The Applicants respectfully traverse the rejections of claims 1-1 8 for at least 
(he reasons presented herein. 

Por an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing lhat all elements of the invention arc disclosed in the prior ait; that the prior art 
relied upon, coupled with knowledge generally available in the art at the titne of the invention, 
must contain some suggestion or incentive that would have motivated the skilled artisan to 
modify a reference or combined references; and that the proposed modification of the prior art 
must have had a reasonable expectation of success, determined from the vantage point of the 
skilled arlisnn at the time the invention was made. In re Fine, 5 U.S.P.Q.2d 1596, 1 59S (Fed. 
Cir. 1988); In He Wilson, 165 U.S.P.Q, 494, 496 (C.C.P.A. 1970). 

This rejection is respectfully traversed for the following reasons. The examiner has failed 
lo establish a prima facie case of obviousness. To establish prima facie obviousness of a claimed 
invention, throe basic criteria must be met, See MPBP § 2143, 

a) First, the prior art references must teach or suggest all of the claim limitations. 
See id. With respect to claim 1, none of the references, however, teach or suggest "providing at 
least one rework Hill of Materials flow for use in conjunction with other Hills of Materials 
flow in a production planning process applying rework parametric information to the at 
least one rework Bill of Materials flow resulting in a manufacturing plan for rework 
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operations. ..aadgcm-ni/ing an integrated manufacturing phut that includes the 
tnaiiufactnring plait for rework operations and the other Bills of Material flow." Neither 
Dietrich, nor Horcjsi, either alone, or in combination, teach or make obvious a "rework Bill of 
Materials How for use in conjunction with other Bills of Materials flow in a production planning 
process." Moreover, neither of the references, alone or in combination, teach or make obvious 
"applying rework parametric information to the at least one rework Hill of Materials flow 
resulting in a manufacturing plan for rework operations... and generating an integrated 
manufacturing plan lhat includes the manufacturing plan for rework operations and the other 
Rills of Material flow. Dietrich, at best, loaches a manufacturing plan including a Bill of 
Materials How. I lorejsi discloses a method of rework operations but does not teach generating a 
rework Bill or Materials flow. Accordingly, the combination of Dietrich and llorejsi would not 
leach an integrated manufacturing plan lhat includes a manufacturing plan for rework operations 

and other Bills of Material flow, 

b) Second, there must be some suggestion or motivation in the references themselves 

to modi fy the reference or to combine reference teachings. See id. None of the references 
contain any suggestion or motivation to one of ordinary skill in the art to modify or combine the 
references. Dietrich teaches a manufacturing resource planning process that docs not include any 
type of rework operations. Moreover, Dietrich is devoid of teaching combining or integrating 
any typo of Kills of Material within a production planning process. The integration actions 
disclosed by Dietrich reference the integration of a shipping schedule, production schedule, and 
p;»l usage schedule. Dietrich, however, does not teach or suggest the integration of anything 
within the manufacturing plan as recited in claim 1. While llorejsi discloses a computer- 
implcmciiLed process for performing rework operations, such similarities between llorejsi and 
Applicants' claim I end there. Horcjsi is focused on a process for diagnosing and reworking 
items in a manufacturing process but docs not even remotely suggest a rework Bill of Materials 
(low, ninth less suggest "generating an integrated manufacturing plan from a rework Hill of 
Materials flow and other Hills of Material flow", as recited in claim 1 . 

c) Third, there must be a reasonable expectation of success. See id. Atlhctimeof 
the patentee's invention, a person of ordinary skill in the art must have had a reasonable 
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expectation of success in combining the cited references to produce "an integrated manufacturing 
plan that includes the manufacturing plan for rework operations and the other Bills of Materials 
now". Al the iclcvanl time, person of ordinary skill in the art would not have had a reasonable 
expectation or success in combining the prior art references to create the invention of "the 
integrated manufacturing plan that includes the manufacturing plan for rework operations and the 
other Bills of Materials How". The Examiner slates on page 3 of the Office Action dated 
September 19, 2005, "it would have been obvious to use the concepts of manufacturius rework 
set forth in 1 lorejsi to reintegrate the rework operations into the system of Dieterich because 
'rework is generally a manual process' [citing column 3 of 1 lorejsi) and because it reduces the 
time required Tor rework operations, reduces the cost associated with rework operations, and 
reduces the level of necessary skill in order to perform rework operations". Assuming, for the 
sake of argument, that the Examiner is correct, the Applicants submit that based upon the 
combined teachings or Dietrich find Horcjsi, as described above, there is no reasonable 
expectation of success that the rework activities described in Horcjsi along with the 
manufacturing resource planning processes of Dietrich would produce the desired result, namely, 
», m integrated manufacturing plan that includes the manufacturing plan for rework operations 
mid (lie other Mills of Materials flow." 

For at least the reasons presented above, the Applicants submit that claim 1 is patentable 
over Dietrich in view or Horcjsi. Claims 8 and 15 recite features that are substantially similar to 
lliose recited in claim I . for al least this reason, the Applicants submit that claims 8 and 1 5 arc 
also patentable over Doilrich in view ofllorejsi. Claims 2-7 depend from what should be a 
patentable claim I . Claims 9-14 depend from what should be a patentable claim 8. Claims 16- 
1 8 depend from what should be a patentable claim 1 5. For at least these reasons, the Applicants 
submit that claims 2-7, 9-14, and 1 6-18 are also in condition for allowance. It is respectfully 
requested thai the rejections of claims 1-18 be withdrawn. 
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CONCLUSION 



In view of the foregoing, it is respectfully submitted that the instant application is in 
condition for allowance. Accordingly, it is respectfully requested that this application be allowed 
and ti Notice of Allowance issued. If the Examiner believes that a telephone conference with 
Applicants' attorneys would be advantageous to the disposition of this ense, the Examiner is 
cordially requested to telephone the undersigned. 

In Iho event the Commissioner of Patents and Trademarks deems additional fees to he due 
in connection with this application, Applicants 1 attorney hereby authorizes that such fee be 
charged to Deposit Account No. 50-0510. 

Respect fu lly submitted, 
CANTOR COLBURN LLP 

Marisa J. Dubi^Jc 
Registration No. 46,673 
Confirmation No, 4139 
Customer No. 48915 



Date: February 21,2006 

Address: 55 C hi (Tin Road South, Bloom field, CT 06002 
Telephone No: (S60) 286-2929 
Pax No: (860) 286-01 15 
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